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DETAILED ACTION 

The amendment received on January 9, 2006 is acknowledged and entered. No 
claims have been added. Claims 1-25 are currently pending. 

Response to Amendment and Arguments 

Applicant's arguments, see pages 14-15, filed January 9. 2006, with 
respect to the rejection(s) of claim(s) 1-15 under 35 U.S.C. 101 have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in 
view of 35 U.S.C 101 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

1 . Claims 1-2 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

As per claims 1-2, first, the applicant does not appear to be claiming a 

computer program; and second, the data structure is not proper. No functionality 

is imparted when employed as a computer component. Although there appears 

to be a logical relationship among data elements, they are not designed to 

support specific data manipulation functions. 
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2. Claim 3 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per claim 3, this claim recites a series of steps and are considered for 
the purpose of analysis under 35 U.S.C. 101 as reciting a series of steps. The 
claims do not recite an pre- or post-computer activity but merely perform a series 
of steps of determining, setting and storing and indication is directed to non- 
statutory subject matter. A process is statutory if it requires physical acts to be 
performed outside of the computer independent of and following the steps 
performed by a programmed computer, where those acts involve the 
manipulation of tangible physical objects and result in the object having a 
different physical attribute or structure (Diamond v. Diehr, 450 U.S. at 187, 209 
USPQ at 8). Further, the claims merely manipulate an abstract idea 
(determining, setting and storing) or perform a purely mathematical algorithm 
without limitation to any practical application. A process which merely 
manipulates an abstract idea or performs a purely mathematical algorithm is non- 
statutory despite the fact that it might have some inherent usefulness (Sakar, 558 
F.2d at 1335,200 USPQ at 139). 

Furthermore, in determining whether the claimed subject matter is 
statutory under 35 U.S.C. 101, a practical application test should be conducted to 
determine whether a "useful, concrete and tangible result" is accomplished. See 
AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 1359-60, 50 
USPQ2d 1447, 1452-53 (Fed. Cir. 1999); State Street Bank & Trust Co. v. 
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Signature Financial Group, Inc., 149 F.3d 1368, 1373, 47 USPQ2d 1596, 1600 
(Fed. Cir. 1998). 

An invention, which is eligible or patenting under 35 U.S.C. 101, is in the 
"useful arts" when it is a machine, manufacture, process or composition of 
matter, which produces a concrete, tangible, and useful result. The fundamental 
test for patent eligibility is thus to determine whether the claimed invention 
produces a "use, concrete and tangible result". The test for practical application 
as applied by the examiner involves the determination of the following factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the 
examiner look at the claimed invention as a whole and compare any 
asserted utility with the claimed invention to determine whether the 
asserted utility is accomplished. Applying utility case law the examiner will 
note that: 

i. the utility need not be expressly recited in the claims, rather it 
may be inferred. 

ii. if the utility is not asserted in the written description, then it must 
be well established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 
1754 (Fed. Cir. 1994), the examiner will determine whether there is simply 
a mathematical construct claimed, such as a disembodied data structure 
and method of making it. If so, the claim involves no more than a 
manipulation of an abstract idea and therefore, is nonstatutory under 35 
U.S.C. 101. In Warmerdam the abstract idea of a data structure became 
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capable of producing a useful result when it was fixed in a tangible 
medium, which enabled its functionality to be realized, 
(c) "Concrete" - Another consideration is whether the invention produces 
a "concrete" result. Usually, this question arises when a result cannot be 
assured. An appropriate rejection under 35 U.S.C. 101 should be 
accompanied by a lack of enablement rejection, because the invention 
cannot operate as intended without undue experimentation. 
The claims, as currently recited, appear to be directed to nothing more 
than a series of steps including determining, setting, and storing without any 
useful, concrete and tangible result and are therefore deemed to be non- 
statutory. While these numbers may be concrete and/or useful, there does not 
appear to be any tangible. 

3. Claims 21-25 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

4. As per claims 21-25, the applicant is claiming a "medium", however, 
claims must recite a "computer readable medium" in order to be statutory under 
MPEP2106. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 



Application/Control Number: 09/858,458 
Art Unit: 3639 



Page 6 



the conflicting claims are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

5. Claims 5, 17, and 22 are rejected on the ground of nonstatutory double 
patenting over claims 1 and 23 of U. S. Patent No. 6,298,331; claim 1 of U.S. 
Patent No. 6,598,024; and claim 1 of US Patent Number No. 6,397,331 since the 
claims, if allowed, would improperly extend the "right to exclude" already granted 
in the patent. 

The subject matter claimed in the instant application is fully disclosed in 
the patent and is covered by the patent since the patent and the application are 
claiming common subject matter, as follows: 

Claims 1 and 23 of U.S. Patent No. 6,298,331, discloses identifying a food 
product and a corresponding price range of the food product, wherein the round- 
up is within a price range of the food product; 

Claim 1 of U.S. Patent No. 6,598,024, discloses determining the upsell 
based on the round-up amount; and 
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Claim 1 of U.S. Patent No. 6,397,331, discloses identifying products which 
correspond to the upsell price. 

Furthermore, there is no apparent reason why applicant was prevented 
from presenting claims corresponding to those of the instant application during 
prosecution of the application which matured into a patent. See In re Schneller, 
397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 

6. Claims 10, 18, and 23 are rejected on the ground of nonstatutory double 
patenting over claims 1 and 5 of U. S. Patent No. 6,298,331 since the claims, if 
allowed, would improperly extend the "right to exclude" already granted in the 
patent. 

The subject matter claimed in the instant application is fully disclosed in 
the patent and is covered by the patent since the patent and the application are 
claiming common subject matter, as follows: 

Claims 1 and 5 of U. S. Patent No. 6,298,331, discloses a minimum and 
maximum price . 

Furthermore, there is no apparent reason why applicant was prevented 
from presenting claims corresponding to those of the instant application during 
prosecution of the application which matured into a patent. See In re Schneller, 
397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 

7. Claims 12-13, 15-16, 19-21 and 24-25 are rejected on the ground of 
nonstatutory double patenting over claim 12 of U. S. Patent No. 6,298,331 since 
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the claims, if allowed, would improperly extend the "right to exclude" already 
granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in 
the patent and is covered by the patent since the patent and the application are 
claiming common subject matter, as follows: 

Claim 12 of U. 3. Patent No. 6,298,331, discloses a determining a time until 
expiration of food products and setting a minimum price based on the expiration 
time. 

Furthermore, there is no apparent reason why applicant was prevented 
from presenting claims corresponding to those of the instant application during 
prosecution of the application which matured into a patent. See In re Schneller, 
397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP § 804. 



Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Freda A. Nelson whose telephone number is 
(571) 272-7076. The examiner can normally be reached on Monday - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John Hayes can be reached on 571-272-6708. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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